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REMARKS 

The applicant notes with appreciation the Examiner's comments in the Office 
Action dated July 14, 2005, in particular the substantive allowance of claims 4-8, 10-13, 
and 15-16. Based on the present amendments and argiraients, withdrawal of the rejection 
of the remaining claims and issuance of a formal Notice of Allowance is respectfully 
requested. 

Claims 1-3, 9, 14, and 17-19 presently stand rejected over newly cited U.S. Patent 
No. 6,065,764 to Moseley. The Examiner states (paragraph 5 of the Office Action) that 
the Applicant's previous amendment necessitated the new grounds of rejection, and 
makes the rejection final on that basis. However, it is believed that the Examiner has 
erroneously made this Office Action final. Reconsideration is respectfully requested. 

The *764 patent to Moseley was not previously cited by the Examiner, nor was it 
provided by the Applicant as part of an Information Disclosure Statement. Thus, the 
reference is newly cited art. With regard to newly cited art in the context of a fmal Office 
Action, the Manual of Patent Examining Procedure states in pertinent part that "... a 
second or any subsequent action on the merits in any application or patent undergoing 
reexamination proceedings will not be made final if it includes a rejection, on newly cited 
art, other than information submitted in an information disclosure statement . . ., of any 
claim not amended by applicant or patent owner in spite of the fact that other claims may 
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have been amended to require newly cited art."* (Emphasis added). This section of the 
MPEP is precisely on point to the present situation. The Applicant has never amended 
claims 2-3, 14, or 18-19 during prosecution of this application, but each claim presently 
stands finally rejected on the basis of the newly cited Moseley patent. This clearly 
contravenes MPEP §706.07(a). Withdrawal of the finality of the Office Action is 
respectfiilly requested. 

Tuming now to paragraph 2 of the Office Action, the Examiner rejects claims 1-3, 
9, 14, and 17-19 under 35 U.S.C. § 102(b) as allegedly anticipated by the teachings of 
Moseley. While it is not explicitly stated in the Office Action, the Applicant presumes 
from the description provided by the Examiner that it is the structure depicted in Figures 
4-6 (and most particularly of Figure 6) of the '764 patent on which the rejection is based. 
In response, amended claims 1 and 17 are presented to more clearly set forth the 
distinctions between the present invention and this new art cited by the Examiner. 
Specifically, these claims are amended to clarify that the design of the present invention is 
fixed to at least one of the base or the substantially transparent top layer. It is believed 
that this feature patentably distinguishes the present invention fi-om the teachings of 
Moseley, and reconsideration of the rejection of the claims is respectfully requested. 

No new matter is added by this amendment, as this structure is clearly described in 
the Specification of the application as filed. As an example, the Examiner's attention is 



^ Manual of Patent Examining Procedure §706.07(a). 
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directed to the present Specification at page 10, final line, bridging over to page 1 1, lines 
1-8, wherein is described a design disposed on at least one of the base or top layers by any 
desired means, such as embossing, printing, or molding. A design embossed or molded 
in, or printed on, a surface is clearly fixed to that surface. Therefore, the claim limitation 
is amply supported by the teachings of the Specification. 

Moseley does not and cannot anticipate the feature of a design disposed between 
and fixed to at least one of a top or base layer. Moseley teaches (see Figure 6 and CoL 6, 
IL 28) a cover 20 comprising two sheets 22 sealed around the edges to define an interior 
enclosure 32. A volume 34 of a fluid is contained therebetween, which fluid includes 
particles 36. The Examiner characterizes volume 34 containing particles 36 as a 
"decorative fluid design." No other embodiment of a "design" is taught or in any way 
hinted at by Moseley for this structure. Thus, if the Examiner's characterization of 
volume 34/particles 36 is accepted, by its fluid nature the "design" of Moseley cannot be 
fixed to either sheet 22. Absent this feature, Mosely does not explicitly or inherently 
teach each and every limitation of claims 1 and 17 of the present application with the 
requisite specificity. Failing this teaching of each claim limitation, Moseley cannot 
properly support a rejection of claims 1 and 17 under 35 U.S.C. § 102.^ 

It is therefore respectfiiUy submitted that allowance of amended claims 1 and 17 is 



^ Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed Cir. 
1987); Brown v. iM, 265 F.3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 2001). 
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appropriate in the present case. The remaining claims of the application, by their 
dependence from what are believed to be properly allowable independent claims and their 
importation of the limitations of those independent claims, are therefore also believed to 
be placed in condition for allowance.^ 

It is now believed that the present application has been properly placed in 
condition for allowance. Accordingly, early issuance of a Notice of Allowance is 
respectfully requested. If any issues remain pending, however, the Exammer is 
respectfully requested to contact the Applicants' attomey at the telephone number of 
record in order to expedite the prosecution of this patent application. 
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^ In refine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). 
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